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- ra. mlUNO DATB of com^unlcuon Je «s on e»^r shoo. »W «■« co,^pon«,.c. 

'TsHORTENED STATUTORY PERIOD FOR REPLY ,S SETTO EXPIRE 3 MONTH,S, FROM 

after SIX (6) MONTHS from the mailing date of this commuriication. statutory minimum of thirty (30) days will be considered timely. 

?f the oerlai for reply specified above is less than thirty (30) days, a 'eplv 'f'™^^^^^ ,he mailing date of this communication. 

: NSStreplyis^pedf-edabovethemaximum^^^^^^ 

' earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )|3 Responsive to communication{s) filed on 18 April 2001 . 
2a)n This action is FINAL. 2b)El This action is non-final. 

3) 0 Since this application is in condition for a'i-nce -^^^^^^^^ 'If^tlT 
closed in accordance with the practice under Ex parte Quayle, iwt) o.u. \\,hoo 

Disposition of Claims 

4) 13 Claim(s) 1:68 is/are pending in the application. 
4a) Of the above claim{s) is/are vi/ithdrawn from consideration. 

5) 0 Clainn(s) is/are allowed. 

6) 13 Claim(s) 1-4 and 6-68 is/are rejected. 

7) S Claim(s) 5 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

,-, . ■ / wi H ^„ iQ/arP- a^n acceoted or objected to by the Examiner. 
1 0)D The drawing(s) filed on is/are. a)U acceptea or j . 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 

I I )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13) E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IElAII b)n Some*c)n None of: 

1 13 Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. • 

3 □ copies of the certified copies of the priority documents have been received in this National Stage 
aoDlication from the International Bureau (PCT Rule 17 2(a)). 

See the attachKailed Office action for a list of the certified copies not rece 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional aPP^cat^" ^as been receded 

1 5) 0 Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or . 

Attachment(s) , ^ .„vr^ 

4) □ Interview Summary (PTO-413) Paper No(s). • 

1) S Notice of References Cited (PTO-892) 5^ n Notice of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5 LJ 

3) 13 Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) 4and6 . 6) U Other. 
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Art Unit: 1751 

Claims 1-68 are pending in this application. 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 53-68 are provisionally rejected under the judicially created doctrine of double 
patenting over claims 1-48 of co-pending Application No. 09/83641 1. This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
co-pending application and would be covered by any patent granted on that co-pending 
application since the referenced co-pending application and the instant application are claiming 
common subject matter, as follows: Both claims are dravra to the same method for dyeing hair 
by using compositions comprising similar dyeing ingredients such as enzymatic oxidizing 
system, oxidation bases and direct dyes. The composition having similar properties differing 
only in that the instant claims have not recite the sources and the amount of the oxidizing 
enzymes used in the dyeing compositions. 
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However, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to make such a dyeing composition because the claims 1-48 of the co- 
pending application No. 09/83641 1 disclose the same oxidizing enzymes as claimed and further, 
optimize the amount of these enzymes and teach the origin sources from which these enzymes 
are derived. Therefore, the person of the ordinary skill in the art would expect such a 
composition to have similar properties to those claimed. Absent unexpected results. 

Claim Rejections - 35 USC §103 
2 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4 and 6-68 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lim 
et al. (US' 5,993,491) in view of de la Mettrie et al. (WO' 99/17730), and Schmitt et al. (US' 
5,865,853). 

Lim (US' 491) teaches a hair dyeing comprising 1 -(4-aminophenyl) pyrrolidine 
compounds having formulae similar to the claimed formula when in the claimed formula (I) Rl, 
R2 and R3 are hydrogen atoms (see col. 4, formula 2), when in the claimed formula Rl and R3 
are each hydrogen atom and R2 is a -CH20H group (see col. 4, formula 1), when in the claimed 
formula Rl is hydrogen atom, R2 is a -CH20H group and R3 is a hydroxyl group (see col. 4, 
formula la). Lim teaches the 1 -(4-aminophenyl) pyrrolidine compounds in the amount of 0.01 to 
10% by weight based on the total weight of the composition (see col. 7, lines 44-48). Lim also 
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teaches a hair dyeing composition acid addition salts such as sulfate salt (see col. 3, lines 7-8), 
from 0.01 to 10% of couplers such as m-phenylenediamine (1-3-diaminobenzene) (see col. 6, 
line 16 and col. 7, lines 49-51), from 1% to 15% of organic solvent (see col. 8, lines 23-29), from 
0.1 % to about 15% of nonionic surfactant (see col. 9, lines 39-40), anti-oxidants (reducing 
agents) (see col. 8, line 37), from 0.1% to about 10% of polymeric thickeners (see col. 9, lines 1- 
4), from 1% to 15% of oxidants such as hydrogen peroxide and perborates (see col. 9, lines 10- 
16), fatty alcohols (see col. 8, line 18) and alkaline reagents such as ammonium hydroxide to 
adjust the pH (see col. 10, lines 10-12). Lim also teaches a hair dyeing composition that may be 
formulated in a solution, cream, lotion or emulsions having pH in the ranges of 5 to 1 1 (see col. 
8, lines 6-8 and col. 10, line 8). Lim further teaches a method for dyeing hair comprising mixing 
the dyeing composition described above with the oxidant shortly before use and applying to the 
hair and at the end of coloring application (approximately 5 to 45 minutes), the composition is 
washed from the hair with ordinary water rinse followed by a shampoo. The application 
temperature is in the range of about 150 C. to 500C (see col. 10, lines 24-41). Lim furthermore, 
teaches a dyeing composition provided in a kit or packaged form ready for mixing by the used 
(see col. 11, lines 1-3). 

The instant claims differ from the reference by reciting a hair dyeing composition 
comprising dyeing ingredients such as enzymatic oxidizing system as oxidizing agents, cationic 
direct dyes and nitrobenzene direct dyes 

De la Mettrie (WO' 730) teaches in analogous art a hair dyeing composition comprising 
from 0.01 to 20% of at least one enzyme of 2-electron oxidoredouctase such as pyranose oxidase 
(see page 4, lines 26-29 and page 5, lines 4-6), peroxidase enzyme (see page 32, claim 32, line 
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20), from 0.001 to 10% of cationic direct dyes having formulae similar to those claimed (see 
page 52 to page 75) and direct dyes of nitrobenzene compounds (see page 2, line 3). 

Schmitt (US' 853) in another analogous art teaches a hair dyeing composition comprising 
direct dyes of nitrobenzene compounds similar to those claimed (see col. 3, lines 8-30). 

Therefore, in view of the teachings of the secondary references, one having ordinary skill 
in the art would have been motivated to modify the primary reference by using enzymatic 
oxidizing system as oxidizing agents and direct dyes to make such a dyeing composition. Such 
modification would be obvious because one would expect that the use of oxidizing enzymes and 
direct dyes as taught by de la Mettrie and Schmitt would be similarly useful and applicable to the 
analogous composition taught by Lim. 

Allowable Subject Matter 

3 Claim 5 objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The prior art of record does not teach, disclose or suggest a hair dyeing 
composition comprising oxidation dye of the claimed formula (I) wherein Rl and R3 are each a 
hydrogen atoms and R2 is a -C0NH2 group. 

Conclusion 

4 The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eisa B Elhilo whose telephone number is (703) 305-0217. The 
examiner can normally be reached on M - F (7:30-5:00) with alternate Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta can be reached on (703) 308-4708. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9310 for regular 
communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



Elhilo 
August 8, 2002 





